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THE REPLY FILED 13 July 2006 FAILS TO PLACE THIS APPLICATION IN CONDITION FOR ALLOWANCE. 

1 . S The reply was filed after a final rejection, but prior to or on the same day as filing a Notice of Appeal. To avoid abandonment of 

this application, applicant must timely file one of the following replies: (1) an amendment, affidavit, or other evidence, which 
places the application in condition for allowance; (2) a Notice of Appeal (with appeal fee) in compliance with 37 CFR 41.31; or (3) 
a Request for Continued Examination (RCE) in compliance with 37 CFR 1.114. The reply must be filed within one of the following 
time periods: 

a) CD The period for reply expires months from the mailing date of the final rejection. 

b) ^ The period for reply expires on: (1 ) the mailing date of this Advisory Action, or (2) the date set forth in the final rejection, whichever is later. In 

no event, however, will the statutory period for reply expire later than SIX MONTHS from the mailing date of the final rejection. 

Examiner Note: If box 1 is checked, check either box (a) or (b). ONLY CHECK BOX (b) WHEN THE FIRST REPLY WAS FILED WITHIN 

TWO MONTHS OF THE FINAL REJECTION. See MPEP 706.07(f). 
Extensions of time may be obtained under 37 CFR 1 . 1 36(a). The date on which the petition under 37 CFR 1 . 1 36(a) and the appropriate extension fee 
have been filed is the date for purposes of determining the period of extension and the corresponding amount of the fee. The appropriate extension fee 
under 37 CFR 1.17(a) is calculated from: (1) the expiration date of the shortened statutory period for reply originally set in the final Office action; or (2) as 
set forth in (b) above, if checked. Any reply received by the Office later than three months after the mailing date of the final rejection, even if timely filed, 
may reduce any earned patent term adjustment. See 37 CFR 1.704(b). 
NOTICE OF APPEAL 

2. Q The Notice of Appeal was filed on . A brief in compliance with 37 CFR 41 .37 must be filed within two months of the date of 

filing the Notice of Appeal (37 CFR 41 .37(a)), or any extension thereof (37 CFR 41 .37(e)), to avoid dismissal of the appeal. Since 
a Notice of Appeal has been filed, any reply must be filed within the time period set forth in 37 CFR 41 .37(a). 
AMENDMENTS 

3. □ The proposed amendment(s) filed after a final rejection, but prior to the date of filing a brief, will not be entered because 

(a) Q They raise new issues that would require further consideration and/or search (see NOTE below); 

(b) □ They raise the issue of new matter (see NOTE below); 

(c) □ They are not deemed to place the application in better form for appeal by materially reducing or simplifying the issues for 

appeal; and/or 

(d) □ They present additional claims without canceling a corresponding number of finally rejected claims. 

NOTE: . (See 37 CFR 1.116 and 41.33(a)). 

4. □ The amendments are not in compliance with 37 CFR 1.121. See attached Notice of Non-Compliant Amendment (PTOL-324). 

5. □ Applicant's reply has overcome the following rejection(s): . 

6. □ Newly proposed or amended claim(s) would be allowable if submitted in a separate, timely filed amendment canceling the 

non-allowable claim(s). 

7. □ For purposes of appeal, the proposed amendment(s): a) □ will not be entered, or b) □ will be entered and an explanation of 

how the new or amended claims would be rejected is provided below or appended. 
The status of the claim(s) is (or will be) as follows: 

Claim(s) allowed: . 

Claim(s) objected to: . 

Claim(s) rejected: . 

Claim(s) withdrawn from consideration: . 

AFFIDAVIT OR OTHER EVIDENCE 

8. □ The affidavit or other evidence filed after a final action, but before or on the date of filing a Notice of Appeal will not be entered 

because applicant failed to provide a showing of good and sufficient reasons why the affidavit or other evidence is necessary and 
was not earlier presented. See 37 CFR 1 .1 16(e). 

9. □ The affidavit or other evidence filed after the date of filing a Notice of Appeal, but prior to the date of filing a brief, will not be 

entered because the affidavit or other evidence failed to overcome all rejections under appeal and/or appellant fails to provide a 
showing a good and sufficient reasons why it is necessary and was not earlier presented. See 37 CFR 41 .33(d)(1). 

10. □ The affidavit or other evidence is entered. An explanation of the status of the claims after entry is below or attached. 
REQUEST FOR RECONSIDERATION/OTHER 

1 1 . S The request for reconsideration has been considered but does NOT place the application in condition for allowance because: 

see continuation sheet. 

12. □ Note the attached Information Disclosure Statement(s). (PTO/SB/08 or PTO-1449) Paper No(s). 

13. □ Other: . 

reb 
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CONTINUATION OF ITEM 11 
Response to Arguments 

Applicants arguments filed July 13, 2006 have been fully considered but they are 
not persuasive. 

Applicant argues that the Goodwater/Litwinski combination does not constitute 

an appropriate prima facie combination of references for rejecting the claims under 35 

USC 103(a), and that the combination teaches away from the claimed invention. The 

examiner disagrees, and also notes that even if the references taught away, the MPEP 

states, "patents are relevant as prior art for all they contain," more specifically stating, 

"The use of patents as references is not limited to what the patentees describe 
as their own inventions or to the problems with which they are concerned. They 
are part of the literature of the art, relevant for all they contain." In re Heck, 699 
F.2d 1331, 1332-33, 216 USPQ 1038, 1039 (Fed. Cir. 1983) (quoting In re 
Lemelson, 397 F.2d 1006, 1009, 158 USPQ 275, 277 (CCPA 1968)). 

A reference may be relied upon for all that it would have reasonably suggested to 
one having ordinary skill the art, including nonpreferred embodiments. Merck & 
Co. v. Biocraft Laboratories, 874 F.2d 804, 10 USPQ2d 1843 (Fed. Cir.), cert, 
denied, 493 U.S. 975 (1989). See also Celeritas Technologies Ltd. v. Rockwell 
International Corp., 150 F.3d 1354, 1361, 47 USPQ2d 1516, 1522-23 (Fed. Cir. 
1998) (The court held that the prior art anticipated the claims even though it 
taught away from the claimed invention. "The fact that a modem with a single 
carrier data signal is shown to be less than optimal does not vitiate the fact that it 
is disclosed.") MPEP 2123 I. 

Applicant argues against the Litwinski reference without considering the merits of 
Goodwater regarding the instant rejection of the claims (pages 5-6). In response to 
applicant's arguments against the references individually, one cannot show 
nonobviousness by attacking references individually where the rejections are based on 
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combinations of references. See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 
1981); In re Merck & Co., 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 1986). 

In response to applicant's argument that the references fail to show certain 
features of applicant's invention, it is noted that the features upon which applicant relies 
(i.e., introducing plasticized material through any surfaces of the workpieces (page 5, 
line 2) are not recited in the rejected claim(s). Although the claims are interpreted in 
light of the specification, limitations from the specification are not read into the claims. 
See In re Van Gei/ns, 988 F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993). The applicant 
does not claim introducing a "plasticized material" into the surface of the workpieces in 
any claim instantly presented, but merely claims "a filling element" which is introduced. 
Applicant does not claim that the filling element must be a plasticized material as the 
applicant is arguing on page 5. Furthermore, see Goodwater as discussed in the 
previous rejection of the claims regarding the introduction of a "filling element" into the 
workpieces. 

Applicant argues "the step of introducing a filling element into the component 
through a first side of the surface of the component is inapplicable to friction stir welding 
being that a rotating tool is used to generate sufficient frictional heating to form a region 
of plasticized material (page 5). The examiner agrees; however, the examiner reminds 
the applicant that introduction of a plasticized material is not claimed (as mentioned 
above), and also reminds applicant of the Goodwater reference regarding inserting a 
"filling element." 
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Applicant argues the backing member of Litwinski is used to constrain the 
plasticized material formed in the weld joint and does not meet the structural and/or 
operational relationships of using a holder that connects the filling element to the 
component (page 5). The examiner agrees that Litwinski teaches a holder for 
constraining the plasticized material formed in the weld joint; but the examiner yet again 
reminds the applicant that one cannot show nonobviousness by attacking the 
references individually. The examiner reminds the applicant that Goodwater introduces 
a plug into one side of a workpiece. Therefore, in combination with Litwinski's holder for 
constraining the plasticized material it is obvious to modify the invention utilizing the 
plug configuration of Goodwater with the holder of Litwinski in order to effectively 
support the weld zone and constrain the plasticized material within the weld zone during 
joining (Litwinski, col. 1, lines 62-66). 

The applicant again argues Litwinski's features stating, "it is a physical 
impossibility for the component of the present invention to be 'sandwiched' as required 
by Litwinski being that the holder of applicant is configured to have its holding points on 
the same surface through which the filling element is introduced, not between mutually 
opposite surfaces of the workpiece as described by Litwinski" (page 5). The examiner 
again reminds the applicant that one cannot show nonobviousness by attacking the 
references individually, and points the applicant to Goodwater regarding this feature of 
the invention. 

Applicant argues the claimed invention does not merely recite a first side of the 
surface of the component but specifically recites structural and/or operational 
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relationships associated with such a first side, of which the applicant lists examples 
(page 5). The examiner points out the claimed first side 1) allows the introduction of the 
filling element is disclosed by Goodwater, and the first side 2) provides a holding point 
for the holder on that same surface is met by the combination of Goodwater and 
Litwinski. 

The applicant also argues that the examiner is using the claimed invention as a 
template to combine the references being applied to deprecate the claimed invention 
(page 6). In response to applicant's argument that the examiner's conclusion of 
obviousness is based upon improper hindsight reasoning, it must be recognized that 
any judgment on obviousness is in a sense necessarily a reconstruction based upon 
hindsight reasoning. But so long as it takes into account only knowledge which was 
within the level of ordinary skill at the time the claimed invention was made, and does 
not include knowledge gleaned only from the applicant's disclosure, such a 
reconstruction is proper. See In re McLaughlin, 443 F.2d 1392, 170 USPQ 209 (CCPA 
1971). 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Rachel E. Beveridge whose telephone number is 571- 
272-5169. The examiner can normally be reached on Monday through Friday, 9 am to 
6 pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Patrick Ryan can be reached on 571-272-1292. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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